TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe decision of the examner finally
rejecting clains 1, 3 through 6, 8 through 55 and 57 through 89.

Claim 2 has been withdrawn from consi deration as being directed

1 Application for patent filed May 1, 1991. According to
appel lants, this application is a continuation of Application
07/542, 170 filed June 22, 1990, now abandoned.
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to a non-elected invention, and clainms 7 and 56 have been
canceled. No clains have been all owed.

The appellants’ invention is directed to a nethod for
prepari ng an adherent superconducting oxide coating. The subject
matter before us on appeal is illustrated by reference to claim
1, which reads as foll ows:

1. A nethod for preparing an adherent superconducti ng
oxi de coating conpri sing:

conmbining netallic elements of a superconducting oxide to
forman all oy;

melting said alloy and maintaining said alloy in a nolten
st at e;

melt witing wwth said nolten alloy such that said nolten
alloy is applied through an orifice to a surface of a substrate;

sel ectively varying process paraneters so that the thickness
and width of said nolten alloy can be controll ed;

nmoving said orifice and substrate with respect to one
another so as to forma patterned precursor alloy; and

oxidizing said patterned alloy to form sai d adherent
super conducti ng oxi de.

THE REFERENCES

The references relied upon by the exam ner to support the

final rejection are:

MacKay 4,754, 900 Jul. 5, 1988
Jasper, Jr. (Jasper) 4,820, 688 Apr. 11, 1989
Ashok et al. (Ashok) 4,960, 752 Cct. 2, 1990

(filed Feb. 27, 1989)
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THE REJECTI ON

Clains 1, 3 through 6, 8 through 55 and 57 through 89 stand
rejected under 35 U.S.C. § 103 as bei ng unpat entabl e over Jasper
in view of Ashok and MacKay.

The rejection is explained in the Exam ner's Answer.

The opposing viewpoints of the appellants are set forth in

the Brief and the Reply Brief.

CPI NI ON

The rejection in this case is that the subject matter of the
clainms is obvious under 35 U.S.C. § 103. The test for
obvi ousness is what the conbined teachings of the prior art would
have suggested to one of ordinary skill in the art. See In re
Keller, 642 F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). In
establishing a prima facie case of obviousness under 35 U.S. C
8§ 103, it is incunbent upon the exam ner to provide a reason why
one of ordinary skill in the art would have been led to nodify a
prior art reference or to conbine reference teachings to arrive
at the clained invention. See Ex parte Capp, 227 USPQ 972, 973
(Bd. Pat. App. & Int. 1985). To this end, the requisite
notivation nust stem from sone teaching, suggestion or inference

in the prior art as a whole or fromthe know edge generally
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avai l able to one of ordinary skill in the art and not fromthe
appel lant's disclosure. See, for exanple, Uniroyal, Inc. v.
Rudki n-Wl ey Corp., 837 F.2d 1044, 1052, 5 USPQ2d 1434, 1052
(Fed. Cr.), cert. denied, 488 U S. 825 (1988).

Claim1, the sole independent claim recites a nethod of
prepari ng an adherent superconducting oxide coating. The steps
i nclude conmbining the elenents to forman alloy, nelting it,
depositing it on a substrate by “nelt witing”? as the substrate
is noved to create a pattern, and oxidi zing the patterned
substrate. The examner's opinion is that Jasper discloses al
of the claimed subject matter except for “the nmethod as clai ned
by Appellant [sic].” However, it is his view that Ashok teaches
t he cl ai med manner of oxidizing the precursor superconducting
all oy and MacKay teaches the clainmed step of “nelt witing,” and
he has taken the position that it would have been obvious to one
of ordinary skill in the art to nodify the Jasper nethod to neet
the terms of claim1l (Answer, page 3). The appellants argue that

t here woul d have been no suggestion to conbine the references in

2 Qur understanding of the phrase “nelt witing” is that it
is the formng of a pattern upon a substrate by noving a nozzle
and the substrate with respect to one another as nolten materi al
i ssues fromthe nozzle. See specification, page 2.
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t he manner proposed by the exam ner, and that MacKay is
nonanal ogous art and therefore is inproperly considered.

Jasper discloses a traveling wave tube in which a super-
conducting circuit is formed upon a substrate. Superconductor
material is applied in a pattern to the substrate by the
techni que of plasnma sprayi ng and becones fused to the substrate.
The exam ner has acknow edged that the material deposited by the
pl asma spraying is an oxide, which would indicate that a
subsequent oxidation process is not necessary, and none is taught
in this reference.

Ashok is directed to the manufacture of superconducting
structures and teaches depositing a superconductor material upon
a noving belt by neans of an atom zer nozzle in which pressurized
gas is used as a vehicle for noving a nolten stream of netal
The resulting product is a continuous strip or a series of broken
strips (Figures 2 and 3; colum 4, lines 13 through 17). The
requi red oxidation of the superconductor material can be
acconplished either by atomzing it in an oxidizing atnosphere or
oxidizing it after deposition on the noving belt (Abstract).

MacKay di scl oses an apparatus for dispensing liquid netals
in small controlled vol unes upon such itens as an el ectronic

substrate in drops (Figure 1) or in strips (Figure 4) for use in
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bondi ng ot her conponents to the substrate. This is acconplished
by placing nolten netal in a capillary tube, fromthe nozzl e of
which it is deposited as the tube is noved into successive
positions or along a path.

In our opinion, deficiencies exist in the examner’s
rejection with regard to the suggestion to conbine. Jasper uses
pl asma spraying because it “quickly heats a material to thousands
of degrees and instantly deposits the material on a surface where
it resolidifies” (colum 6, lines 41 through 43) and becones
fused to the substrate. From our perspective, one of ordinary
skill in the art would have appreciated that the Jasper invention
thus requires that the superconductor material be a finished
product when it is sprayed onto the substrate, that is, that it
has been oxidi zed prior to spraying. This being the case, it is
our view that notivation therefore would not have been present to
nmodi fy the Jasper process by spraying an unoxidi zed
super conductor material upon the substrate, and then oxidize it
later. Not only would this add another step to the Jasper
process, but there is no evidence to support a concl usion that
t he unoxi di zed superconductor material would performin the
manner required by the Jasper invention upon being deposited, or

after a subsequent oxidation step. This underm nes the
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exam ner’s position that oxidation prior to spraying is the
equi val ent of oxidation subsequent to spraying.

In addition, even assum ng, arguendo, that MacKay is
anal ogous art, we can perceive no teaching, suggestion or
i ncentive which would have notivated one of ordinary skill in the
art to substitute the nolten nmetal nozzle deposition technique
di scl osed in MacKay for the plasma spraying system of Jasper.
Here, there is no evidence to support a conclusion that the
application of the Jasper materials by the MacKay process would
result in the objectives of the Jasper invention being net.

For the reasons expressed above, it is our conclusion that
the applied references fail to establish a prim facie case of
obvi ousness with respect to the subject natter recited in claim
1. This being the case, the rejection of claiml is not
sustained nor, it follows, is the rejection of all of the other

claims before us, which depend fromclaim 1.
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The deci sion of the exam ner

REVERSED

HARRI SON E. McCANDLI SH )
Seni or )
Adm ni strative Patent Judge)

)
)

)
NEAL E. ABRAMS )
Adm ni strative Patent Judge)

)
)

)
CHARLES E. FRANKFORT )

Adm ni strative Patent Judge)

is reversed.
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